
a likelihood that a product’s unique shape
and design constitutes protectable trade
dress generally increases with time, it is
unlikely such a protection is available
when the product is initially launched. 

In consequence, design patents are
again well-suited for providing a rela-
tively quick and inexpensive initial layer
of protection around a product launch,
which may be leveraged while pro-
tectable trade dress rights are being
acquired through advertising to and adop-
tion by the consuming public. 

Further, a common defense to claims
of trade dress infringement is functional-
ity – reasoning that where an asserted
trade dress is functional, its adoption by
others cannot constitute unfair competi-
tion. Generally, a design is functional
when it is essential to the use or purpose
of the product. In its 2001 Traffix Devices
decision, the Supreme Court held a prior
patent has vital significance in resolving a
trade dress claim, and that a utility patent
is strong evidence the features therein
claimed are functional.11 Accordingly, one
could conversely conclude a design
patent is evidence the design claimed is
non-functional. Indeed, courts have held
that a design patent is relevant evidence
of non-functionality of a design.12

Accordingly, design patents also bolster
claims of product configuration trade
dress, providing evidence of non-func-
tionality, even after the design patent has
expired.

Conclusion
Design patents can serve as important

business tools, particularly in connection
with new product launches. Design
patents can:

1. serve as a quick and cost effective
way of establishing an intellectual prop-
erty position for new products. Coupled
with aggressive enforcement actions,
such as an ITC §337 action, where appro-
priate, a design patent can conceivably be
filed, issued and enforced to injunction in
about two and one-half (2 1/2) years.

2. supplement utility patents to pro-
vide more comprehensive intellectual
property protection for a product. While
utility patents may protect the inner work-
ings of a product, design patents may be
used to protect the product’s look and
feel.

3. strengthen trade dress protection in
products and product lines. Even after a
design patent expires, it may still be used
to evidence non-functionality, and hence
validity of asserted trade dress protection,
potentially in perpetuity.

When people speak of a United States
“patent,” they are most often referring to
a utility patent. A utility patent protects a
“new and useful process, machine, manu-
facture, or composition of matter.” There
are other types of U.S. patents, which
cover different types of inventions. One is
a design patent, which protects a “new,
original and ornamental design for an
article of manufacture.” 

Many practitioners disfavor design
patents, often referring to the Court of
Appeals for the Federal Circuit’s 1988 In
re Mann decision holding that, “design
patents have almost no scope. The claim
at bar, as in all design cases, is limited to
what is shown in the application draw-
ings.”1 Despite this disfavor, the number
of design patents being applied for and
issued continues to grow. A relative con-
tradiction, one may ask why intellectual
property savvy inventors and companies
would choose design patent protection in
such numbers. A likely answer lies in a
balance of considerations. This article
addresses some of these considerations,
as they apply to a new product launch.

Design Patents At A Glance
Utility and design patents cover differ-

ent types of inventions – new and useful
processes, machines, manufactures, and
compositions versus new, original and
ornamental manufacture designs. Design
patents often address everyday items, like
the shapes of spoons and fingernail
buffers.

Both utility and design patents are
applied for at the United States Patent
Trademark Office. Utility patents are
applied for pursuant to 35 U.S.C. §101,
while design patents are applied for pur-
suant to 35 U.S.C. §171. While the con-
tents of utility and design patent applica-
tions differ considerably (resulting in
design patent applications being less
expensive to prepare), both need to dis-
tinguish over prior inventions (i.e., the
prior art) pursuant to 35 U.S.C. §§102
(novelty) and 103 (obviousness). While it
can take several years for a utility patent
to even be initially examined, design
patents are routinely issued within two
years, and sometimes in less than one
year from when application was made.

It may also be noted that utility patents
now have a term of twenty (20) years
from the earliest filing date, while design
patents have a term of fourteen (14) years
from the date of grant. And, that while

utility patents must have maintenance
fees paid to keep them in force for their
full term, design patents have no such
post-issuance costs or requirements. 

Accordingly, design patents provide a
relatively quick and inexpensive mecha-
nism to achieve “patent pending,” and
eventually “patented” status for new
products. Design patents may be used to
provide an initial layer of protection
around a product launch, which may be
leveraged while utility patents are being
prosecuted. Further, design patents may
be used in combination with utility
patents to ultimately protect different
aspects of products, resulting in a
stronger overall intellectual property
position.

Design Patent Protection
Like utility patents, design patents

empower their holders to exclude certain
goods from being made, used, offered for
sale, sold or imported into the United
States. Accordingly, design patent holders
may enforce its exclusionary rights by
commencing a civil action in federal dis-
trict court pursuant to 35 U.S.C. §281
and/or an enforcement action before the
United States International Trade Com-
mission (ITC) pursuant to 19 U.S.C.
§1337 (to preclude imports). Design
patents enjoy the same presumption of
validity and available remedies for
infringement as do utility patents.2

The scope of design and utility patents
are different. The scope of a utility patent
is measured by its explicitly numbered,
technically-concise claims. In contrast,
the Supreme Court’s “ordinary observer”
test governs the scope of design patent
protection. The Gorham decision holds
that “if, in the eye of an ordinary
observer, giving such attention as a pur-
chaser usually gives, two designs are sub-
stantially the same, if the resemblance is
such as to deceive such an observer,
inducing him to purchase one supposing
it to be the other, the first one patented is
infringed by the other.”3 Thus, where a
product too closely resembles a patented
design, an infringement occurs.

The Federal Circuit has dutifully
adopted this precedent, holding infringe-
ment occurs where “the patented design
as a whole is substantially similar in
appearance to the accused design.”4 How-
ever, the Federal Circuit has supple-
mented the Gorham “ordinary observer”
analysis with the “point of novelty” test.
This additional test establishes that to
infringe a design patent, an accused prod-
uct must also “appropriate the novelty in
the patented device which distinguishes it
from the prior art.”5 This bipartite analy-
sis sometimes tends to shift the focus of
determining infringement to verbalizing
individual details or elements found in a
design, and combinations of those design
elements, instead of on the overall visual
resemblance of the designs –in potential
conflict with Gorham’s instruction.

In its August 2007 Egyptian Goddess
decision, the Federal Circuit raised the
design patent infringement bar yet again,
holding the point of novelty must also be
a non-trivial advance over the prior art.6

The Federal Circuit has since agreed to
re-hear the appeal en-banc, leading to
extensive amicus briefing earlier this
year, including briefing on behalf of the
American Intellectual Property Law
Association (AIPLA), the Intellectual
Property Owners Association (IPO),
Apple Corp., Electrolux Home Products,
Inc., and Nike, Inc. Arguments proffered
range from supporting the non-trivial
advance requirement, to maintaining the
point of novelty test, to eliminating the
point-of-novelty test in toto.

A decision in the en-banc Egyptian
Goddess appeal is still forthcoming as of
submission of this article. The decision,
and any subsequent appeal in this case,
will likely shape design patent protection
for years to come though.

Accordingly, it is reasonable to expect
that the scope of design patent protection
will become more certain in the near
future, if not enhanced as compared to
recent Federal Circuit holdings. Further,
design patents still provide a workable
scope of protection for many products in
the interim. For example, automobile
manufacturers have turned to design
patent protection relative to replacement
parts manufacturers, who are sometimes
characterized as “slavish copiers.” In
2007 the ITC found a §337 violation for
generic replacement parts manufactured
in Taiwan in favor of Ford Global Tech-
nologies.7 Ford instituted another design
patent-based ITC investigation earlier
this year.8

Design Patents And Trade Dress
Trade dress is generally protectable

under the Lanham Act. Accordingly,
unlike patents, trade dress protection may
extend indefinitely. Trade dress has tradi-
tionally taken the form of the overall
appearance of a container, label or other
product packaging. Trade dress protection
has matured to cover elements used to
market a product, such as the appearance
and décor of a restaurant chain. Trade
dress protection has also extended, in so-
called “product configuration trade dress”
circumstances, to protect the shape and
design of a product itself, such as Gold-
fish® brand crackers.9

Being founded in trademark protec-
tion, protectable trade dress serves as an
indicator of the product’s source or ori-
gin. To establish a trade dress infringe-
ment has occurred, a plaintiff must prove
the trade dress is either inherently distinc-
tive, or that the trade dress has acquired
sufficient distinctiveness through so-
called “secondary meaning.” In its 2000
Wal-mart decision, the Supreme Court
held that a plaintiff asserting trade dress
protection in an unregistered product con-
figuration must always demonstrate
acquired secondary meaning, reasoning
in part, that design patents are available to
protect inherently distinctive product
designs that have not yet acquired sec-
ondary meaning.10 Thus, a plaintiff must
now prove a product configuration has
itself acquired a secondary meaning that
serves as an indicator of the product’s
source in order to successfully assert
product configuration trade dress – which
is often no small task. Accordingly, while
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